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Puenix CueeseE Co. v. S. Ringway KENNEDY, ET AL. 


United States District Court, Eastern District of Pennsylvania 


May 18, 1915 


1. Unram Competition—“PHILADELPHIA” For CREAM CHEESE—PRIORITY OF 

ADOPTION. 

The plaintiff, which adopted the name “Philadelphia” as a trade- 
mark for cream cheese prior to its use as such by defendants, a Phila- 
delphia firm, is entitled to be protected in such use, the mark having 
become distinctive of its product and there being no proof of decep- 
tion of purchasers as to the origin of the goods. 

2, Unram Competirion—Fravup oN THE Pusiic—DiIFreRENCE 1N Goons. 

The fact that a so-called cream cheese was made and sold in 
Philadelphia prior to the use of the name by the plaintiffs, did not 
give the defendants a superior claim to the mark, when their cheese 
was made under a different process, and the name “Philadelphia” 
had become in no way associated with cream cheese in the minds 
of the public. 


In equity. On final hearing. Decision for plaintiff. 


Tuompson, J.: The plaintiff's suit is based upon alleged un- 
fair competition in trade through the defendants’ use of the word 
“Philadelphia” in connection with cream cheese made in Philadelphia 
and sold by them in violation of the plaintiff’s alleged exclusive right 
to the use of the word “Philadelphia” in connection with cream 
cheese. 

Cream cheese as known to the trade is made by mixing curdled 
whole milk, that is, milk without cream removed, with curdled cream 
varying somewhat in quantity among different manufacturers but, 
generally speaking, forming about 25% of the mixture, the product 
containing approximately 40% of butter fats. It is a smooth, soft, 
white cheese and is sold and used for food while in a fresh state. 
The processes of making it are not material to the case, as it is 
apparent that the cheese made and sold by the plaintiff and that 
made and sold by the defendants both come within the definition of 
cream cheese as it is known in the trade. 

The plaintiff contends that the evidence shows that cream 
cheese made according to the formula followed by it was the inven- 
tion of one Lawrence, in the State of New York, in 1872. The 
question of invention by Lawrence is not of material importance 
for it appears from the evidence that the article is now and has for 
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a long time been made by numerous manufacturers in various parts 
of the country and that no one disputes their right to make and 
sell it under their own trade-names. 

It appears that since February 1, 1903, the plaintiff has manu- 
factured cream cheese in New York and sold it under the name 
“Philadelphia Cream Cheese’; that its right to the exclusive use 
of that name has been recognized by the trade generally, and that 
in numerous suits it has been adjudged to have that right to the 
exclusion of others who have attempted its use as a name for cream 
cheese made by them at other localities than Philadelphia and sold 
by them. The plaintiff in February, 1903, purchased from Alvah 
L. Reynolds the business and good-will of the cheese business there- 
tofore conducted by him and his predecessors since 1880 in New 
York, and also all the trade-marks, brands and trade-names ap- 
purtenant thereto, one of the brands and trade-names being the al- 
leged exclusive right of Reynolds to use the word “Philadelphia” 
in connection with the manufacture and sale of butter and cheese. 
The evidence shows that in 1880 Reynolds was dealing in butter and 
other dairy products in the New York market, and, finding that 
“Philadelphia” butter and poultry commanded a better price in that 
market than products from other localities conceived the idea of 
using the name “Philadelphia” for cream cheese and made an ar- 
rangement with Lawrence to supply him with cream cheese made in 
New York, packed in tin-foil wrappers and containing thereon the 
name “Philadelphia Cream Cheese.” At the same time Lawrence 
was selling the same sort of cheese manufactured by him under an- 
other brand. It therefore appears that when Reynolds adopted the 
name, he did not use it for cheese manufactured by himself at that 
time but for cheese made in New York by another party and al- 
ready being sold under another brand, with the word “Philadelphia” 
upon the wrapper for the purpose of attracting the custom of those 
who considered Philadelphia farm and dairy products generally 
to be superior to others in the New York markets. He built up a 
large business in cream cheese under that name, so that the product 
sold by him came to be known as “Philadelphia Cream Cheese.” 
This was the status of the use of the word “Philadelphia” in con- 
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nection with cream cheese to which Reynolds’ rights related when 
purchased by the plaintiff in February, 1903. The plaintiff, in 
purchasing the business and good-will of the Reynolds cheese busi- 
ness, did not continue to supply to the trade under the brand “Phila- 
delphia Cream Cheese” the cheese which had been made and sold to 
Reynolds by Lawrence, but used the name in connection with the 
cream cheese manufactured by it at its factories in the State of 
New York. The plaintiff has, since acquiring whatever rights 
Reynolds had to sell, manufactured and sold cream cheese under 
the name “Philadelphia Cream Cheese” and has maintained the 
quality of the product at as high a standard as that manufactured 
by Lawrence and dealt in by Reynolds and has built up a large and 
profitable business in it. 

The defendants have been in the cheese business for a long 
period of time and have made and sold various sorts of cheese, in- 
cluding cream cheese. It appears that in the farming districts of 
the counties surrounding Philadelphia a cheese known to the Penn- 
sylvania Germans as ““Rahmkase,” or cream cheese, was made by the 
farmers for family consumption and, to some extent, brought into 
the Philadelphia markets prior to the adoption of the word “Phila- 
delphia” by Reynolds. If this were identified as the cheese which 
is now known as cream cheese and it were shown that the cheese 
was identified in any way with the geographical name “Philadel- 
phia,” such facts would be quite material as bearing upon the rights 
of the parties to the case. What is known as “Rahmkase,” or cream 
cheese, however, was not made by adding cream to full milk but 
was made of the soured skim milk from which the whey was in 
large part drained and the cream restored and mixed into the sub- 
stance so formed. This was not a cream cheese as it is known in 
the markets today, or as it was made by either the plaintiff or the 
defendants, and, while the article was sold locally by farmers in 
the Philadelphia markets, though, as far as it appears, not ex- 
tensively, it does not appear that it was ever recognized as a product 
of Philadelphia in markets at other places, or that any of it was 
shipped out of the immediate locality. It does not appear, there- 
fore, that there are any distinctive features of cream cheese known 
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to the trade or to customers, peculiar to Philadelphia as a locality, 
or to what might be described as Philadelphia territory. While 
the defendants had been making and selling cream cheese for a 
long period prior to the adoption of the word “Philadelphia” by 
the plaintiff, their own use of the word “Philadelphia” as a name 
upon their packages of cream cheese does not appear. to have oc- 
curred to them until as late as the year 1907. After the adoption 
by the plaintiff of the word “Philadelphia,” it continued the busi- 
ness conducted by Reynolds and largely increased its business in 
cream cheese. It has spent large sums of money in advertising it, 
and has established a reputation for the cream cheese manufactured 
by it and sold under the name “Philadelphia.” 

The defendants deny that, at the time they began to use the 
Philadelphia brand upon their cheese, they had knowledge of its 
use by the Phenix Company. According to their own testimony 
they were manufacturers and dealers in various kinds of cheese to a 
large extent. The senior member of the firm, Samuel W. Kennedy, 
showed upon the stand a detailed familiarity with many varieties of 
cheese, with the places where they are manufactured and the parties 
engaged in their manufacture. It is almost impossible to conceive 
in view of the various business connections which he described and 
his wide acquaintance with the trade, that the article put out by 
the plaintiff should have escaped his attention and that he should 
not have known of its success in the markets. If the defendants 
had adhered to the use of their own name in connection with their 
cheese and labeled it “Kennedy’s Cream Cheese made in Philadel- 
phia” or in some other manner which would not mislead the trade 
or the consumer, we might fairly conclude that they did not intend 
to obtain any unfair or fraudulent share of the plaintiff's business. 

It is argued, however, that because of the adoption by Reynolds 
in 1880 of the word “Philadelphia” to attract buyers in the New 
York markets by reason of the superior quality of other products 
from the Philadelphia territory, the use of the word “Philadelphia” 
is tainted with fraud and that the plaintiff is charged with the 
fraud of Reynolds through whom their title came. With this con- 


tention I am not able to agree. It is not even necessary to trace the 
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plaintiff's rights back to the year 1903 when Reynolds abandoned 
the trade-name to the plaintiff and it began to use the Philadelphia 
brand upon the cream cheese of its own manufacture. If cream 
cheese of superior quality manufactured in or about Philadelphia 
had acquired a reputation of its own and Reynolds had attempted 
to foist another article upon the public under that name, and the 
plaintiff had continued in such representation, there might be some 
ground for charging it with fraud initiated by Reynolds. Since 
acquiring Reynolds’ title, however, the evidence shows that the 
plaintiff, through its efforts and the superior quality of its article, 
has established a reputation for the Phenix Cheese Company’s 
product under the name “Philadelphia.” Furthermore, there is no 
evidence to show that the trade or consumers have been misled in 
supposing that they were obtaining an article of superior quality of 
excellence with which the locality of Philadelphia was in any way 
connected. Whatever impression could have been given by the label 
prior to 1906 has been corrected, since the effect of the Federal 
Pure Food Act of 1906 has been to require a stricter adherence to 
the fact in the designation of articles by geographical names, and 
the opportunity for deception through names misleading the pur- 
chaser or consumer as to the locality from which food products are 
derived has been removed. The plaintiff, in compliance with the 
requirements of the Act, has modified the brand upon its cream 
cheese so as to inform the public of the fact that it is made in New 
York and its business has not decreased as a consequence. The 
geographical name “Philadelphia” having no peculiar significance 
attached to it by the superior quality of cream cheese derived 
from Philadelphia territory, has become a name indicative of the 
cheese made by the plaintiff, and its use antedates any use of the 
word “Philadelphia” by the defendants upon their labels. If the 
word “Philadelphia” had been connected in the trade with the de- 
fendants’ output, or with any perculiar style or quality of cheese 
made in or about Philadelphia, the plaintiff would not be allowed 
to adopt the name in prejudice of the right of the defendants to 
designate by geographical designation the locality in which their 
product is produced, but such is not the case here. Whether or not 
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the defendants’ intent has been to obtain an unfair and fraudulent 
share of the plaintiff’s business, the effect of its action is such as 
to produce confusion in the minds of the public and the trade and 
consequent loss to the plaintiff, against which it should be protected 
in equity. 

Under all the circumstances of the case, the plaintiff will secure 
whatever redress is necessary by the awarding of an injunction. 
It does not appear that the territory in which its product has been 
sold has been the object of any serious invasion by the defendants, 
nor that the defendants’ product has been as yet effectively palmed 
off as that of the plaintiff so as to render an accounting of profits 
necessary or practicable. Relief by injunction alone, with costs, 
will therefore be granted. 


Dare v. Foy 
(164 N. W. Rep. 179) 
Iowa Supreme Court, September 24, 1917 


Unrair Competition—Dvuty or Setter oF Dorne Business. 

A dealer in poultry, who had sold his business, good-will and ad- 
vertising matter on hand to another, and who thereafter enters the 
same business, in a city two hundred miles away, cannot be enjoined 
from the issuance of catalogues which simulate in appearance, illus- 
trations, shape, size and cover design, those formerly used in connec- 
tion with the business sold, where the defendant makes no attempt to 
induce his former trade to believe that his business is that formerly 
conducted by him at the old location. 

Appeal from judgment of the District Court, Clinton County 


in favor of defendant. Affirmed. 


L. E. Sutton, of Clinton, and O. M. Slaymaker, of Osceola, for 
appellant. 


Wolfe & Wolfe and F. L. Holleran, all of Clinton, for appellee. 


Stevens, J.: Prior to June 16, 1913, Frank Foy, appellee 
herein, was engaged at Des Moines in the business of raising, buying 
and selling chickens, ducks, geese, pigeons and poultry of all kinds, 
for breeding purposes. He also sold eggs and poultry remedies, 
incubators, et cetera. He annually distributed a catalogue for the 
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purpose of advertising his business, which was conducted under the 
name of “Frank Foy” and “Crescent Poultry Farm Co., Incorpor- 
ated.” On the date above mentioned he entered into a contract in 
writing with Carl Dare, appellant herein, by the terms of which he 
sold the capital stock of the Crescent Poultry Farm Company, In- 
corporated, and all poultry, pigeons, poultry remedies, appliances, 
office fixtures, stationery, desks, other office furniture, files, baskets, 
coops, boxes and other items of personal property used by him in 
the conduct of a mail-order business. The contract further pro- 
vided: 


“The party of the first part further transfers and conveys to the party 
of the second part the good-will of the business of the party of the first 
part, together with all catalogues, stationery and advertising matter, which 
said advertising matter may be continued as now run, for a period of not to 
exceed two years, at which time the business may be incorporated as ‘F. 
Foy Co., the party of the second part to hold the party of the first part 
harmless by reason thereof. * * *” 


In May, 1914, appellee moved to Lyons, Iowa, and in December 
of that year mailed a catalogue announcing his entrance into busi- 
ness at that place, under the name of “Frank Foy Poultry Co.” 
February 4, 1915, appellant brought this suit, asking reformation 
of the written contract between the parties, and an order restraining 
the defendant from further using the name “Frank Foy’’ in his 
business, and from imitating plaintiff's catalogues and other ad- 
vertising matter, and from acts of unfair competition, and prayed 
judgment for damages in the sum of $15,000 and general equitable 
relief. The court below dismissed the plaintiff's petition, and judg- 
ment was rendered against him for costs. 

Reformation of the contract was sought upon the ground that, 
by oversight or mistake, there was omitted therefrom a provision 
previously agreed upon that appellee would not again engage in a 
similar business for a period of five years. The evidence justified 
an inference that, prior to the execution of the contract, both parties 
contemplated tliat a provision restricting appellee from entering 
into a similar business for five years should be included therein, but 
the evidence is very conflicting as to how the same came to be finally 
omitted therefrom. Appellee testified positively that he at no time 
consented to a provision in the contract limiting his right to again 
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engage in business, but, on the contrary, claims that he at all times 
refused to consent to such an arrangement. 

It is unnecessary for us to set out or discuss the testimony in 
detail. To justify the reformation of a contract, it must be clear, 
satisfactory, conclusive, and practically beyond a reasonable doubt. 
Beck v. Umshler, 189 Iowa 379, 116 N. W. 138. No such showing 
was made in this case. 

Appellant claims that the property actually turned over to 
him by appellee under the contract, for which he paid $5,500, 
outside of the good-will of said business, was not worth to exceed a 
few hundred dollars, and that the business was largely conducted 
by mail, and covered a large territory. For the purpose of adver- 
tising the business, it was the custom of appellee to issue and dis- 
tribute to prospective customers and to the public, catalogues, circu- 
lars, and other advertising matter. These catalogues contained 
descriptive matter relative to the different varieties of poultry which 
he had for sale, and included colored cuts, pictures, symbols, et 
cetera, illustrative of the different breeds or varieties of birds and 
poultry. 

While at Des Moines appellee bought and sold eggs and poultry 
in his own name, and sometimes in the name of Mathew Mertz. 
After he moved to Lyons, Iowa, he began to advertise and carry 
on a business similar to that which he sold to appellant. Appellant 
claims that he adopted and used advertising matter, illustrations, 
catalogues, et cetera, in imitation of the catalogues and advertising 
matter previously circulated by him at Des Moines, and after he 
purchased appellee’s business, good-will, et cetera; and that he con- 
tinued to buy eggs and poultry in the name of Mathew Mertz, and 
to advertise in his name in a Des Moines periodical, notwithstanding 
the fact that the said Mertz was at the time employed by appellant 
at Des Moines. The similarity between the advertising matter and 
some of the contents and illustrations used by appellee in his cata- 
logue and on his circulars tends strongly to indicate that he was 
seeking to thereby call attention to the fact that he had changed his 
business from Des Moines to Lyons, Iowa. 

The definition of good-will adopted by this court in Millspaugh 
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Laundry v. First National Bank, 120 Iowa 1, 94 N. W. 262, is as 
follows: 


“The advantage or benefit which is acquired by an establishment, be- 
yond the mere value of the capital stock, funds, or property employed 
therein, in consequence of the general public patronage and encouragement 
which it receives from constant or habitual customers on account of its 
local position or common celebrity.” 


See, also, Bradbury v. Wells, 1388 Iowa 673, 115 N. W. 880, 16 
L. R. A. (N. S.) 240. 

Definitions similar to the foregoing are adopted and applied in 
the following cases: Kennebec Water District v. City of Water- 
ville, 97 Me. 185, 54 Atl. 6, 60 L. R. A. 856; Didlake v. Roden 
Grocery Co., 160 Ala. 484, 49 South. 384, 22 L. R. A. (N. S.) 907, 
18 Ann. Cas. 430; Bloom v. Home Insurance Agency, 91 Ark. 367, 
121 S. W. 293; Brown v. Benzinger, 118 Md. 29, 84 Atl. 79, Ann. 
Cas. 1914 B, 582; Haugen v. Sundseth, 106 Minn. 129, 118 N. W. 
666, 16 Ann. Cas. 259; See v. Heppenheimer, 69 N. J. Eq. 36, 61 
Atl. 843; White v. Trowbridge, 216 Pa. 11, 64 Atl. 862; Consoli- 
dated Gas Co. v. City of New York, (C. C.) 157 Fed. 849; Prescott 
v. Bidwell, 18 S. D. 64, 99 N. W. 94; Lindemann v. Rusk, 125 Wis. 
210, 104 N. W. 119; Gordon v. Knott, 199 Mass. 173, 85 N. E. 
184,19 L. R. A. (N. S.) 762; Cottrell v. Babcock Printing Co., 54 
Conn. 122, 6 Atl. 791; Williams v. Farrand, 88 Mich. 473, 50 N. W. 
146,14 L. R. A. 161; Ranft v. Reimers, 200 Ill. 386, 65 N. E. 720, 
60 L. R. A, 291. 

In Cottrell v. Babcock Printing Co., supra, the Supreme Court 
of Connecticut said: 


“By purchasing the good-will merely, Mr. Cottrell secured the right 
to conduct the old business at the old stand, with the probability in his 
favor that old customers would continue to go there. If he desired more, 
he should have secured it by positive agreement. The matter of good-will 
was in his mind. * * * At any rate, the express contract is the measure 
of his right; and since that conveys a good-will in terms, but says no more, 
the court will not, upon inference, deny to the vendor the possibility of 
successful competition, by all lawful means, with the vendee in the same 
business. No restraint upon trade may rest upon inference. Therefore 
in the absence of any express stipulation to the contrary, Babcock might 
lawfully establish a similar business * * * next door, and, by adver- 
tisement, circular, card, and personal solicitation, invite all the world, in- 
cluding the old customers of Cottrell & Babcock to come there and pur- 
chase of him; being very careful always when addressing individuals or the 
public either through the eye or the ear not to lead any one to believe 
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that the presses which he offered for sale were manufactured by the plain- 
tiffs or that he was the successor to the business of Cottrell & Babcock or 
that Cottrell was not carrying on the business formerly conducted by that 
firm. That he may do this by advertisements and general circulars, courts 
are substantially agreed we think. But some have drawn the line here, and 
barred personal solicitation. They permit the vendor of a good-will to 
establish a like business at the next door, and, by the potential instrument- 
alities of the newspaper and general circulars, ask the old customers to buy 
at the new place, and withhold from him only the instrumentality of high- 
est power, namely, personal solicitation. * * * Other courts have been 
of the opinion that no legal principle can be made to rest upon this distinc- 
tion; that to deny the vendor personal access to old customers even, would 
put him at such disadvantage in competition as to endanger his success; 
that they ought not, upon inference, to bar him from trade, either totally 
or partially; and that all restraint of that nature must come from his posi- 
tive agreement. And such, we think, is the present tendency of the law.” 

We also quote from Fish Bros. Wagon Co. v. La Belle Wagon 
Works, 82 Wis. 546, 52 N. W. 595, 16 L. R. A. 453, 33 Am. St. 
Rep. 72: 

“Notwithstanding the good-will of an established and successful busi- 
ness may be sold in connection with the property and assets, so as to en- 
title the purchaser thereof to a certain limited protection, yet such transfer 
will not, of itself alone, be sufficient to preclude the seller from engaging in 
a separate and independent business of the same kind, and to solicit the 
customers of the old business, even in the same city or village, much less in 
a city or village 200 miles or more distant.” 

Applying the foregoing authorities to the evidence in this case, 
it is our opinion that the contract should not be construed or ap- 
plied so as to restrain him from engaging in a similar business in a 
city more than 200 miles distant from Des Moines. He did not, 
by the contract, agree not to engage in business again in Des Moines 
or elsewhere, but probably, as an inducement to make the contract, 
appellee led him to so believe; but that is of no avail in this case. 

Appellant also charges appellee with unfair competition. The 
basis of this charge is the alleged attempts of appellee to circu- 
late and distribute catalogues in shape, size, cover design, and gen- 
eral arrangement and appearance so similar to those formerly issued 
by him as to deceive his former customers and the public generally. 
It is claimed that the illustrations of the fowls advertised in his cata- 
logue are similar or identical in color, variety, grouping and descrip- 
tions to those used by appellant. On the other hand, appellee main- 
tains that the illustrations used by him are of a stock variety, and 


that they were purchased by him of a publisher selling the same to 
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any one desiring to buy. It is quite apparent from the evidence that 
appellee has sought, in a measure, to give the catalogues and ad- 
vertising matter circulated by him the same general appearance as 
the catalogues and advertising matter formerly issued by him and 
sold to appellant. The similarity of the arrangement, the illustra- 
tions, et cetera, is well calculated to call the attention of his former 
customers thereto. It does not appear from the evidence, however, 
that he has made any effort, by advertising, correspondence, or per- 
sonal solicitation, to induce his former trade to believe that he is 
conducting the same business at the same place, or that he has 
removed it therefrom to Lyons, Iowa. 

His stationery and advertising matter all apparently show cor- 
rectly his place of business, but in some of it he styles himself as 
“The Original Frank Foy.” As above stated, much of the business 
of appellant is done by mail, and his catalogues and advertising mat- 
ter are widely distributed throughout the country. Appellant ap- 
parently proceeds on the theory that he is entitled to the exclusive 
use of the advertising matter purchased by him of appellee, and that 
any attempt upon the part of the latter to simulate the same is a 
violation of the contract under which he purchased the business at 
Des Moines. Of necessity, persons advertising the breeding and 
raising of identical birds and varieties of fowls would, if they under- 
took to use colored illustrations, to some extent imitate the advertis- 
ing matter of each other. 

Appellee conveyed to appellant “‘all catalogues, stationery, and 
advertising matter, which said advertising may be continued as now 
run for a period of not to exceed two years, at which time the busi- 
ness may be incorporated as ‘F. Foy Co.’” The two-year limitation 
expired before this case was tried below. By implication, at least, 
the exclusive right of appellant, if such were intended by the terms 
of the contract, expired at the end of two years after its execution. 
Hanna v. Andrews, 50 Iowa 462. 

It may be that appellant understood that he was buying the ad- 
vertising matter and business of appellee in consideration, in part 
at least, of his agreement not to again engage in a like business; 
but as no such provision appears in the contract, and same cannot be 
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reformed under the evidence before us to so provide, we must be 
guided by the provisions thereof as executed. 

Unfair business competition may consist of the adoption, imita- 
tion, or simulation of the advertising matter or symbols used by an- 
other, in such a way as to mislead the customers of a competitor and 
the public into believing that the goods offered by him for sale are 
the goods of another. In Motor Accessories Mfg. Co. v. Marshall- 
town M. M. Mfg. Co., 167 Iowa 202, 149 N. W. 184, we said: 


“It consists in the conduct of a trade or business in such a manner that 
there is an express or implied representation that the goods or business of 
the one man are the goods and business of another, * * * and applies 
in cases where one simulates the particular device or symbol employed by 
another in such a way as to deceive the ordinarily prudent person, thereby 
leading him to believe, by the marks thus simulated, that the goods are the 
goods of another, and thus practicing a fraud upon the person whose goods 
he simulates, and upon the general public dealing in those goods.” 

Also in Sartor v. Schaden, 125 lowa 696, 101 N. W. 511, we 


further said: 


The action is “bottomed on the principle of common business integrity, 
and proceeds on the theory that, while the primary and common use of a 
word or phrase may not be exclusively appropriated, there may be a 
secondary meaning or construction which will belong to the person who has 
developed it. In this secondary meaning, there may be a property right.” 

While the similarity in the appearance of the catalogues and 
other advertising matter issued by appellee to those used by ap- 
pellant is well calculated to attract the attention of former patrons 
of appellee, and to identify him with the person formerly in the 
same business at Des Moines, yet he does not pretend to be conduct- 
ing the same business nor to be in any way connected therewith. 
The catalogues and advertising matter used by appellant were pur- 
chased of appellee for use for a limited period, and that time has ex- 
pired. The advertising matter, catalogues, et cetera, sold by ap- 
pellee to defendant, were of his original production, and the use 
thereof by appellant was, by the terms of the contract, for a period 
of not to exceed two years. 

It appears from the evidence that appellee engaged in busi- 
ness at Lyons, Iowa, and put out the catalogues complained of 
within two years after the execution of the contract. Appellant 
claims damages in the sum of $15,000, but the trial court rightly 











PENNSYLVANIA CENTRAL BREWING CO. V. ANTHRACITE BEER CO. 549 


found that the evidence offered did not furnish the necessary data 
for determining the amount of damages, if any. Without express- 
ing an opinion upon the merits, or of appellant’s right thereto, we 
refrain from passing upon the question of damages, and leave plain- 
tiff to pursue any remedy which he may have against appellee there- 
ror. 

For the reasons pointed out, the decree and judgment of the 
lower court is affirmed. 

Gaynor, C. J., and Weaver and Preston, JJ., concur. 


PENNSYLVANIA CENTRAL Brewine Co. v. ANTHRACITE BEER Co. 
(101 Atlantic Rep. 925) 
Pennsylvania Supreme Court, May 7, 1917 


Unram CoMPpEeTITION—IMITATION OF CONTAINERS. 

The plaintiff, whose beer has been distinguished and recognized for 
over forty years, by the distribution of red and blue bands upon the 
barrels and kegs containing the same, is entitled to enjoin the use by 
others of bands similarly colored and placed upon the barrels contain- 
ing their goods, when the result of defendant’s use of these colored 
bands is to confuse the trade, inconvenience the plaintiff in the collec- 
tion of its empty containers, and deceive illiterate consumers. 

Appeal from judgment of the Court of Common Pleas, Lacka- 
wanna County, in favor of plaintiff. Affirmed. 

Argued before Brown, C. J., and Porter, Stewart, Frazer, 
and Wa.una, JJ. 

R. W. Archbald, John B. Jordan, and David J. Reedy, all of 

Scranton, for appellant. 

M. J. Martin and H. A. Knapp, both of Scranton, for appellee. 

Watunea, J.: The bill was filed to restrain alleged unfair 
trade competition. The E. Robinson’s Sons’ Brewery, for the manu- 
facture of lager beer, was established at Scranton in 1870, and has 
continued in the business to this time. In 1897 it became, and since 
has been, a branch of the plaintiff corporation. Its product has al- 
ways been sold in containers, to wit, barrels and kegs, of the cus- 
tomary sizes, which for over 40 years have been distinctively marked 
by a red band painted around each container between the first and 
second hoops at one end and a blue band similarly painted at the 
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other. The chimes and a ring adjoining on each end were also 
painted in colors like the bands. For many years the Robinson 
Brewery has done and is doing an increasing business in Lacka- 
wanna county, where its beer is regarded as of a superior quality 
and is largely known among dealers and consumers by the marking 
on the barrels and kegs as above mentioned. There are many other 
breweries in the county, each of which has its containers marked 
by bands, rings, etc., painted thereon, but as a rule not so as to con- 
flict with the markings used by any other brewery. In all cases the 
name of the owner is branded on the heads of the barrels and kegs. 

The Anthracite Beer Company, defendant, is also located in 
the same county, where it has been engaged in the manufacture and 
sale of beer in a comparatively small way for over 15 years. Prior 
to the summer of 1916 its containers were marked by painted bands, 
etc., in which yellow was a prominent color; but then its barrels 
and kegs were repainted, in color, form, and manner, in all respects 
practically like those of the plaintiff, so that the casual observer 
would mistake the one for the other. As both parties were doing 
business in the same locality, and, in many instances, with the same 
retail dealers, it at once resulted in confusion from which plaintiff 
suffered inconvenience and damage. While the beer of each was 
largely sold on credit, it was sometimes sold for cash, when the 
similarity of markings would naturally cause plaintiff damage be- 
cause of its larger business and the greater reputation of its product. 
It caused inconvenience to retail dealers, who handled both, because 
of the liability to tap the wrong keg in the dimly lighted cellars. It 
caused trouble and delay to plaintiff in the collection of its empty 
kegs in such cellars and elsewhere. It caused dissatisfaction to con- 
sumers, especially those unable to read English, and who recognized 
plaintiff's product by the markings on the kegs. Prior to the defend- 
ant’s change in markings in 1916, no beer kegs in that county had 
been marked like plaintiff's, except the Bartels Company, doing an 
inconsiderable business, which had used the red and blue bands, but 
without the end markings. Defendant’s officers, while persisting in 
such imitation and insisting on the right to continue the same, dis- 
claimed any fraudulent intent and gave as reasons for adopting 
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colors, etc., similar to those of plaintiff, that they had the red paint 
in stock, that blue was a more staple color than yellow, and that 
there was some sentimental prejudice among certain customers 
against the last named color; also that their red and blue were of a 
shade different from plaintiff's. The reasons, however, are not con- 
vincing. The court below found the facts in favor of plaintiff, and 
enjoined defendant from such imitation, from which we have this 
appeal. 

In our opinion the principle here involved is one of unfair 
trade competition. As the result of 40 years’ business, plaintiff’s 
product was so well known and highly regarded as to be in general 
demand, and recognized in part by the distinctively marked con- 
tainers. In the minds of many customers, the peculiarly marked 
kegs of red and blue naturally suggested the Robinson beer, and the 
use of kegs so marked by defendant, whose product was compara- 
tively unknown, naturally worked to its advantage and to plaintiff's 
loss. It is not a case of a trade-mark, technically so called, but of 
unfair competition, in which defendant, by imitating plaintiff's con- 
tainers, secures to some extent the benefit of the high standing of 
plaintiff's product. The similarity of the containers is such as to 
naturally cause some customers to buy the Anthracite beer under 
the belief that they are getting the Robinson beer; and also to 
enable retailers, who handle both, to substitute the one for the other. 
True, the evidence shows that as a general rule the kegs are kept 
in the retailer’s cellar, where they are not seen by the customer at 
the time of his purchase; nevertheless it affords some opportunity 
for deception. The imitation here would seem to be likely to de- 
ceive the ordinary customer, and, if so, it should be enjoined. Heinz 
v. Lutz, 146 Pa. 592, 23 Atl. 314; Juan F. Portuondo Cigar Manu- 
facturing Co. v. Vicente Portuondo Cigar Manufacturing Co., 222 
Pa. 116, 70 Atl. 968. It need not be a literal copy. ‘“The test is 
whether the label or mark is calculated to deceive the public, and 
lead them to suppose they are purchasing an article manufactured 
by a person other than the one offering it for sale.” Scranton Stove 
Works v. Clark, et al., 255 Pa. 23, 99 Atl. 170. See, also, Pratt’s 
Appeal, 117 Pa. 401, 11 Atl. 878, 2 Am. St. Rep. 676. “And it 
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may be stated broadly that any conduct, the natural and probable 
tendency and effect of which is to deceive the public, so as to pass 
off the goods or business of one person as and for. that of another, 
constitutes actionable unfair competition.” 388 Cyc. 756. If the 
effect be to injure plaintiff, the fact that defendant had no fradulent 
intent is no defense. Suburban Press v. Philadelphia Suburban 
Publishing Co., 227 Pa. 148, 75 Atl. 1037; Amer. Clay Mfg. Co. v. 
Amer. Clay Mfg. Co. of N. J., 198 Pa. 189, 47 Atl. 936; E. T. 
Fraim Lock Co. v. Shimer, 43 Pa. Super. Ct. 221. “A dealer, com- 
ing into a field already occupied by a rival of established reputation, 
must do nothing which will unnecessarily create or increase confu- 
sion between his goods or business and the goods or business of his 
rival.” 388 Cve. 794. Irrespective of the question of trade-mark, a 
manufacturer has no right to inclose his product in packages so like 
those of a rival manufacturer as to deceive a purchaser, or to enable 
a dealer todo so. See Holeproof Hosiery Co. v. Wallach Brothers 
(C. C.) 167 Fed. 373; New England Awl & Needle Co. v. Marl- 
borough Awl & Needle Co., 168 Mass. 154, 46 N. E. 386, 60 Am. 
St. Rep. 377; Coats v. Merrick Thread Co., 149 U. S. 562, 13 Sup. 
Ct. 966, 37 L. Ed. 847; Anheuser-Busch Brewing Ass’n v. Clarke 
(C. C.) 26 Fed. 410. 

In view of the authorities above referred to, and many more of 
like import, we are clearly satisfied that this case was rightly de- 
cided by the court below. It was not necessary for defendant to 
imitate plaintiff's containers; and the fact that the Bartels Com- 
pany, which did a nominal business in the territory, had red and 
blue bands on its kegs, was no justification for defendant. The 
painting on plaintiff's containers, when considered in its entirety, 
constituted such a distinctive marking as defendant had no right to 
imitate. 


The assignments of error are overruled, and the decree is 
affirmed, at the cost of appellant. 
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MAcCWILLIAM v. PRESIDENT SUSPENDER COMPANY 


(242 O. G. 255) 


Court of Appeals of the District of Columbia 


Trapve-Marxs—Ricut to Use Unper License. 


February 5, 1917 


Having granted to another by license the right to use a trade- 
mark, and abandoned its use himself, the owner cannot deprive his 


licensee of such right, or set up an adverse use. 
TrapE-Marks—ConvEYANCE—INSEPARABLE FROM BusINEss. 


Where a business with its good-will is conveyed to another, either 
by sale or license, it necessarily carries the trade-mark used in con- 


nection therewith, whether so specified or not. 


Trape-MarKs—NaME oF PaTentTED ArTICLE—RIGHT To Use at Exprra- 


TION. 


Where appellant adopted and used the word “President” for sus- 
penders manufactured under a patent owned by him, and granted ap- 
pellee’s predecessor an exclusive license thereunder and registered 
said trade-mark at the latter’s request, the appellee acquired thereby, 
at the expiration of the patent, an exclusive right to the use of the 


trade-mark. 


Mr. Odin Roberts, for the appellant. 


Mr. A. V. Cushman, for the appellee. 


Van Ornspe., J.: 


This is an opposition proceeding brought by 


appellee, President Suspender Company, to the registration by ap- 
pellant, Hugh G. Maewilliam, of the trade-mark “President” for 


suspenders, on an application filed June 26, 1914. 


Appellee com- 


pany also filed a petition for the cancellation of a registration of 


said mark to Macwilliam under date of May 16, 1899. 


the two cases have been heard together. 


By consent, 


The examiner of inter- 


ferences sustained the opposition, and recommended the cancellation 


of the 1899 registration. 


These decisions were affirmed by the 


commissioner of patents, from which this appeal was taken. 

It appears that a patent for a certain style of suspender was 
granted to appellant on August 16, 1898. 
time engaged in manufacturing the patented suspenders, and had 
adopted and used as a trade-mark thereon the word “President,” 


printed across a red, white and blue banner. 


Appellant was at that 


The mark has always 


been used in connection with this emblem. On October 1, 1898, 
appellant by written agreement gave an exclusive license to the 


C. A. Edgarton Manufacturing Company, which subsequently be- 
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came the appellee company, to manufacture and sell suspenders con- 
taining his patented improvements. The license contract carried 
with it all orders for suspenders then on hand and all stock, ma- 
chinery and material which the licensor had, and contained a pro- 
vision whereby the— 

said party of the first part agrees to, and he does hereby, turn over and 
transfer to the party of the second part, the good-will of his present busi- 
ness of manufacturing and selling said suspenders within the United States, 
and all orders he now has or may hereafter take within the United States 
for the said suspender. 

Under the terms of the contract the license was to continue 
during the life of the patent, unless sooner terminated under con- 
ditions which we need not consider, since the contract was not 
terminated. 

The sole question here is whether the license and good-will of 
the business carried the trade-mark with it. It was more than six 
months after the license was granted and appellant had suspended 
the business of manufacturing and selling “President” suspenders 
that he procured in the patent office, at the request of appellee’s 
predecessor, the registration of the mark. At no time during the 
life of the patent did appellant manufacture suspenders or use the 
mark in controversy. On the other hand, appellee continued during 
that period to manufacture the patented article and use the mark. 
It spent $750,000 in advertising the goods manufactured, sold be- 
tween thirty and forty million pairs of the suspenders, and paid 
appellant about $500,000 in royalties. The patent expired on 
August 16, 1916, and appellant again resumed the business of manu- 
facturing “President” suspenders, and again resumed the use of the 
mark: hence this action. 

Nothing seems to be better established in the law of trade- 
marks than that where the owner of a trade-mark grants the right 
to another, either by sale or license, to use the mark on the goods 
with which its use is connected and abandons its use himself, he can- 
not afterward either deprive his assignee of the right to its use or 
set up an adverse use. By use in connection with the business, the 
assignee acquires the title abandoned by the assignor, and the title 
is of that exclusive character which is entitled to protection even 
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against such assignor. (Buffalo Mfg. Co. v. Batavia Rubber Co., 
153 N. Y. Supp. 779; Huff v. Wallace, 97 Atl. N. J. 45.) 

In the Batavia Rubber case, the plaintiff manufactured tires 
and called them “Security Tread.” It gave defendant a license to 
make tires and call them “Security” tires. Upon failure of de- 
fendant to pay the royalty as agreed, plaintiff attempted to enjoin 
the use of the word “Security.’”” The court, denying relief, said: 

The plaintiff, when it permitted or gave to the defendant the privilege 
to use the word in connection with tires made by it virtually abandoned the 
right to claim that the word “Security” in any sense indicated tires manu- 
factured by the plaintiff. It waived and abandoned the use of the word 
as indicative of origin or ownership. 

It is likewise well settled that the conveyance of a business 
with its good-will, either by sale or license, carries with it a trade- 
mark used in connection therewith, whether expressly mentioned in 
the instrument or not. (Merry v. Hoopes, 111 N. Y. 415; Corbett 
Bros. Co. v. Reinhardt-Meding Co., 77 N. J. Eq. 7; Myers v. Kala- 
mazoo Buggy Co., 54 Mich. 215; Allegretti v. Chocolate Cream Co., 
177 Ill. 129.) In the Corbett case, where by a sale of the entire 
assets of the partnership everything pertaining to the business was 
conveyed, the New Jersey court said: 

The transfers were effective to convey to the complainant the trade- 
marks of the partnership, and if the color numbers are part of the trade- 


marks, the use of them by defendant company is an infringement of com- 
plainant’s property rights derived under the two bills of sale. 


In the Allegretti case, the court said: 


The transfer of the property and effects of a business carry with it 
the exclusive right to use such trade-marks or trade-names as have been 
used in such business. (Snyder Manf. Co. v. Snyder, 54 Ohio 86; Williams 
v. Farrand, 88 Mich. 473; Fish Bros. Wagon Co. v. La Belle Wagon Works, 
82 Wis. 546; Merry v. Hoopes, 111 N. Y. 415; Feder v. Benkert, 18 U. S. 


Cir. Ct. App. 549.) 

Inasmuch as appellant had no right to use the mark, having 
parted with that right at the date when he applied for the earlier 
registration in 18y¥9, and had no such right when he filed the present 
application, it follows that the opposition must be sustained. A 
trade-mark right depends upon use. Appellant not only ceased to 
use the mark, but parted with the business with which its use was 
connected. ‘Title to the mark could not exist apart from the busi- 
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ness, and the contract contained no provision by which appellant 
could recover the business, and, without the business, no right ex- 
isted in the mark. The license extended during the life of the 
patent. The invention then became public, and appellee could 
continue the business which it acquired and the use of the mark in 
connection therewith. 

Appellant, when he conveyed the business to which the mark 
belonged, conveyed with it the right to use the mark, and, when ap- 
pellee’s right to continue the business became absolute with the ex- 
piration of the patent, it had acquired a title to the use of the mark 
of which it could not be divested by appellant after an abandon- 
ment of actual use by him for almost eighteen years. Appellant's 
title was not such that he could convey it to appellee, abandon the 


use of the mark, and, after this long lapse of time, regain the use 
in derogation of the right of appellee company. All the title ap- 
pellant ever had in the mark was a right to use it in the particular 
business to which it belonged. Registration confers no higher title. 


As was said by the court in Carroll Co. v. McIlvaine & Baldwin, 
(17 Fed. 125): 


The owner of a trade-mark has no estate in the trade-mark as such, 
nor does registration confer upon him any monopoly. His position bears 
no resemblance to that of a patentee. He is entitled to legal protection for 
his trade-mark only because by granting the same the courts protect the 
business designated or indicated to the public mind by the trade-mark. 

It may well be that, had appellee company defaulted in its 
contract and the business had reverted to appellant before the 
expiration of the patent and the contract, the right to the use of 
the mark would also have reverted, but this did not occur, and 
appellee, succeeding to the right with the expiration of the patent 
to continue the manufacture of the goods, cannot be deprived of 
the mark which it acquired from appellant in the fulfilment of its 
contract in good faith. It is entitled to use it so long as it con- 
tinues in the business to which the mark belongs. 

The decision of the commissioner of patents is affirmed, and 
the clerk is directed to certify these proceedings as by law required. 
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Proper Names 


Cray, A. C.: In an opposition proceeding begun by The Hope 
Fan & Blower Company, formed in 1914, to an application by an- 
other of the word “Hope” as a trade-mark for fans, blowers, radia- 
tors, ete., mainly on the ground of priority of adoption, it is shown 
that one of the partners of the plaintiff corporation, named Hope 
adopted and used the name as a trade-mark from 1883 to 1902, in 
which latter year he joined with another in a corporation “The 
Hope Blower Company.” After a year Hope sold out all his in- 
terest in said corporation to another, but, it is alleged, reserved the 
right to make the fans and to use his name thereon, agreeing, how- 
ever, not to make or sell any goods in competition with the business 
of the assignees in Western Missouri or Eastern Kansas for a period 
of five years. Hope also assigned to the said company an ex- 
clusive license to make certain patented inventions “on which the 
trade-mark had been used.” 

The general intention of this agreement was to sell out the 
good-will of the business to the assignees and if he intended to sell 
his interest in the trade-mark rights only for a limited territory, he 
was attempting the impossible. A trade-mark cannot be separated 
from the good-will of the business on which it grew; nor can it be 


divided up into parcels territorially. Inasmuch as the applicant 
acquired all title and rights in the trade-mark from Hope’s suc- 
cessors in 1910, and has since made a continuous use thereof, he is 


entitled to registration. The opposition is accordingly dismissed.* 
Cray, A. C.: The name “Dobson’s,”’ shown in a rectangle, is 
not registrable as a trade-mark, as it is not distinctively displayed.’ 
Cray, A. C.: The name “Elmer’s” written in brush or stumpt 
script letters is refused registration as a trade-mark for candy on 
the ground that ‘he device consists merely in the name of an in- 
dividual, not distinctively displayed.® 


*Hope Fan & Blower Company v. James D. Parker, 123 Ms. Dec. 133, 
June 6, 1917. 

* Ex parte, John & James Dobson, Inc., 123 Ms. Dec. 160, June 11, 1917. 

* Ex parte, Miller-Elmer Manufacturing Co., Ltd., 123 Ms. Dec. 169, 
June 15, 1917. 
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Cuay, A. C.: A trade-mark for pianos and organs, consisting 
of a scrawl decipherable as the words “The Hastings,” and appear- 
ing as if written with a burnt stick by a man partially paralyzed, 
is registrable, inasmuch as the device as a whole consists of more 
than a surname and is peculiar and distinctive in appearance.’ 


Conflicting Marks 


Cray, A. C.: A mark for soda fountain syrup consisting of 
the term ‘‘Ko-Co-Lem-A” should not be admitted to registration 
without opportunity being given the opponents for taking proofs on 
the question of confliction with their registered mark, “Coca-Cola,” 
presented in a similar style of lettering.” 

Cray, A. C.: The words “Kool Off” are not registrable as a 
trade-mark for light summer suits in view of the existing registra- 
tion of the words “Keep Kool” for the same goods. The meaning of 
each term is so plain that mere difference in spelling and order of 
words cannot obscure it. After hearing of “Keep Kool’’ clothes, 
one is often liable to remember them as ‘“‘Kool Off” clothes, and in 
view of the fact of the widely advertised use of the mark of the 
opposer for some nine years before the applicant adopted a similar 
term, the applicant is under suspicion of seeking to profit by the 
advertisement of the well known mark (Phoeniz Co. v. Lewis Bros., 
139 O. G. 990).° 

Cray, A. C.: A trade-mark for writing pens, comprising a 
peculiarly scrolled shield, bearing the word “Penesco” in open 
letters, surrounded by a rectangular frame, is not so similar to a 
registered trade-mark consisting simply of the word “Epenco” as 
to be denied registration.‘ 

The registration of a trade-mark for lubricating and illuminat- 
ing oils and greases composed of an outlined sketch of a Marathon 
runner finishing his race was opposed by the owner of a registered 


1 Ex parte, The Charles Williams Stores, Inc., 123 Ms. Dec. 168, June 
13, 1917. 

? The Coca-Cola Company v. Cave, 123 Ms. Dec. 170, June 15, 1917. 

°M. Snellenburg & Co. v. Cohen, Goldstein & Co., 123 Ms. Dec. 159, 
June 9, 1917. 

*Ex parte, The Esterbrook Steel Pen Mfg. Co., 123 Ms. Dec. 167, 
June 13, 1917. 
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trade-mark (No. 11,886, January 27, 1885), comprising a crude 
picture of the head of Hermes or Mercury, surrounded by a ring and 
accompanied by several inscriptions in Greek. The facts in the 
case include proofs that the opposer had previously used sub- 
stantially the mark on the printed certificate and that the oil desig- 
nated by this mark had been known and referred to as the “Mer- 
cury” brand; but that the trade had not been interfered with by 
the applicant marking its product as shown in the application, so 
far as known. 

The only question in this case seems to be whether in the lan- 
guage of the statute, applicant’s mark “‘so nearly resembles a regis- 
tered or known mark owned and in use by another * * * as to be 
likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers.” I do not support the contention that the 
picture of the Marathon runner could be mistaken for a figure of 
Hermes. The best-known figures of Mercury, the Roman god 
corresponding to Hermes, but somewhat more gross and material, 
always show him with the winged head, the winged sandals and the 
caduceus or herald’s wand, a rod with serpents twined about it and 
surmounted by wings. He is shown usually in the attitude of 


traveling in the air or the clouds and leading or pointing the way. 


The applicant’s figure of a Marathon runner, on the contrary, 
shows him barefooted, empty-handed and hatless in an attitude of 
appealing to the gods and just finishing his last race. I doubt if 
the figure could be confused by anyone familiar with their character 


and I think, when it is considered that the opposer’s mark is merely 
a head, encircled by a ring, there is little possibility of confusion. 
The Marathon runner has nothing to do with Roman history or 
mythology, and the word “Mercury” is not the name of a Greek god, 
but of a god somewhat different. Of course, the significance of the 
word “Marathon” and “Mercury” are as different as two names 
could be, and they are not very similar even in appearance, and less 
so in sound. The opposer’s case rests entirely upon the supposition 
that its mark would be known as the “Mercury” brand among a 
people who would almost inevitably know the difference between 
“Mercury” and the Marathon runner. All others would necessarily 
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compare the marks by their appearance and in appearance I see no 
similarity whatever. . 
The decision of the examiner of interferences is affirmed.’ 
Descriptive Marks 

Cray, A. C.: Appeal is taken from a decision of the examiner 
of interferences refusing to register the term ‘“‘Super-Easy” as a 
trade-mark for upholstered furniture on the ground that it is de- 
scriptive of the quality of the goods, since it ‘““would convey the idea 
that the furniture so labeled was comfortable and easy above the 
average or ordinary.” 

I think the question is, rather, whether this term is in the public 
domain for describing chairs and settees. Before this applicant 
coined this term would it have been natural and obvious to describe 
a chair by saying ‘t was a “‘super-easy” chair? Quite probably 
not. See ex parte Fieberger, 99 O. G. 2101 (“Solid Comfort’’ for 
furnaces) and O’Rourke v. Central City, 26 Fed. Rep. 576 (where 
Judge Brown discussed “Anti-Washboard” for soap). 

It may be remarked further that not only have trade-marks 
been designed for suggestiveness since ancient times, certainly 
antedating all Anglo-Saxon trade-mark laws, but that the growing 
modern habit of using suggestive marks almost universally is based 
on sound reasons of public policy; the multiplication of goods and 
makers of similar goods, and the ease and wide extent of shipping 
goods to distant markets, makes it necessary that the public be as- 
sisted to fix the mark in mind and remember it, by an association 
of ideas. 

The examiner’s ruling is reversed.” 

Cray, A. C.: The term “Korbind” is unregistrable as a trade- 
mark for binding material for moulds, moulding sand, moulding con- 
struction and other purposes, as it is descriptive of the goods and 
has no fanciful significance. If another were trading in a core 
binder. and labeled the goods “Core binder,” the name would easily 
be confused with “Korbind,” because the sound is almost identical.* 


* Standard Oil Company of New York v. Riverside Oil Company, 123 
Ms. Dec. 137, June 6, 1917. 

? Ex parte, B. Altman & Co., 123 Ms. Dec. 201, June 25, 1917. 
* Ex parte, The Binder Company, Inc., 123 Ms. Dec. 221, June 27, 1917. 
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Cuay, A. C.: In an application to register a mark consisting 
essentially of the words “Tea-Ko-Ale” in Oriental lettering, for soft 
drinks, the examiner required the removal of the syllable “ale,” on 
the ground of descriptiveness. I agree with the applicants’ con- 
tention that this will destroy the mark. The syllable “ale” does not 
describe the drink, and is not separable from the rest of the mark, 
the distinctive character of which is due to the combination, not the 
separate elements. 

In the Linoleum case (237 O. G. 919 [7 T. M. Rep. 216]), 
the word “linoleum” was not only a purely descriptive term, but it 
was separated from all else; it had no combination with the black 
mark above it. 

The petition is granted.* 


Limit of Time to Oppose an Application 


Cray, A.C.: A British corporation, through its attorney, filed, 
within the thirty day period prescribed by law, a notice of opposi- 


tion to the registration of an alleged conflicting trade-mark, but 
without stating the grounds for such opposition, which were not filed 
till a month later. 

Held, that, notwithstanding that the strict application of the 
rule will work hardship to foreign applicants at this time owing to 
the uncertanity of the mails, still it is hardly possible to extend the 
thirty day limit within which the statement must be filed, es- 
pecially as the statute provides for such a case by permitting the 
opposition to be filed by an attorney to be followed later “within 
reasonable time” by verification of the statement by the opposer 
himself.? 

Cancellation—Res Adjudicata 

Cray, A. C.: The Great Bear Spring Company appeals from 
a ruling by the examiner of interferences striking out its answer to 
the application for cancellation by the Bear Lithia Springs Co. and 
adjudging that the appellant’s trade-mark registration No. 62,308 
of April 30, 1907, be cancelled. 


? Ex parte, St. Louis Soluble Tea & Coffee Company, 123 Ms. Dec. 143, 
June 7, 1917. 

* African Association, Limited v. Central Timber Export Co., Inc., 123 
Ms. Dec. 192, June 21, 1917. 
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Both parties deal in bottled spring water. I have no doubt of 
the sameness of the essential marks of the parties, nor as to the simi- 
larity of the goods. The goods of each party will undoubtedly al- 
ways be known as “Bear Water” and “Bear Spring Water.” 

The parties have heretofore had an interference over this mark 
of the picture of the bear and the name “Bear,” in which interfer- 
ence it has been adjudged that the Bear Lithia Company has proven 
use of the mark since 1886, whereas the Great Bear Company had 
only shown use, through its predecessor, back as far as 1890. The 
Bear Lithia Company insists it is now res adjudicata, that the 
registrant, Great Bear Company, was not entitled to use the mark 
at the time of its application for registration in 1907, nor at the 
time of the application of its predecessor in 1894. 

The Bear Lithia Company on the other hand insists that the 
alleged estoppel arising out of the suit in New Jersey cannot be set 
up here, because it was not relied upon in the interference, which it 
will be observed was in 1914 after the settlement of the suit in 
1906 (72 N. J. Equity 871). I consider this contention sound. The 
last judgment is the controlling one (Theological Seminary v. 
People, 189 Ill. 439), but moreover, the New Jersey decision had no 
effect upon the present contest; both because it was on a different 
issue and because it is too late now to set it up as an estoppel against 
one who seeks to cancel a registration. The conclusion of the New 
Jersey court that the Great Bear Company took its name under nat- 
ural conditions, that completely negatived the contention of fraud 
or of any purpose of unfair competition, might be admitted without 
changing the essential issue in this cancellation proceeding. 

The Bear Lithia Company was first in the field and it has the 
equities in its favor. If there was any reason why it was not en- 
titled to the exclusive possession of this mark in 1913, at the time of 
the interference (No. 36,830, declared October 30, 1913), the Great 
Bear Company was in duty bound to bring it forth and insist upon 
it (Blumenthal, et al. v. Bigbie, 143 C. G. 13846, C. D. 1909, 411). 
Stipulated copies of the New Jersey bill of complaint and court 
opinions were filed and urged in that interference as reasons for dis- 
solution, and the Bear Lithia Company was also attacked on the 
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grounds of estoppel and laches. These matters were ruled im- 
proper on motion to dissolve and deferred until the final hearing, 
when it appears that the Great Bear Company did not urge them 
further, and in this appeal, July 30, 1915, it does not raise any 
question of res adjudicata or laches. 

The registrant’s answer that in effect there can be no cancel- 
lation proceedings against a mark registered under the law of 1881 
is without force; for section 13 of the present law of February 20, 
1905 covers all registrations whatever. (See Stamatopoulos v. 
Stephano, 41 App. D. C. 590; 200 O. G. 1394.) The registrant’s 
contention that the law providing for cancellation is unconstitutional, 
of course, cannot be passed upon by the commissioner of patents, 
but I regard the making of this contention as in effect an admission 
that the registrant’s mark should be cancelled, not having been 
lawfully registered. 

The registrant’s contention that this case should have gone to 
proofs is without force. Granting the use by the Bear Lithia Com- 
pany prior to its known use of the picture of the bear and the word 
“Bear” as a trade-mark for lithia spring water, the asserted right 
of the registrant disappears unless the mark is public property or 
the goods of the parties are different; but these questions must have 
been or ought to have been decided in the previous interference in 
1914. 

In any case, they are questions proper to decide on the plead- 
ings alone. 


The decision of the examiner of interferences is affirmed.* 


Abandonment 


Cray, A. C.: In a trade-mark opposition based on priority of 
use of conflicting marks, both consisting essentially of the word 
“Tiger” and the head of a tiger, and used on paints and varnishes, 
japans, stains, driers and enamels, respectively, failure on the part 
of the applicant to use the mark on part of the goods for a certain 
period is not proof of abandonment, where there is conclusive evi- 


* Bear Lithia Springs Company v. Great Bear Spring Co., 123 Ms. Dec. 
197, June 25, 1917. 
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dence of use on varnish and similar goods since the date claimed. 
Preempting the mark for use on varnish would preempt it also for 
paints and enamels. 

There is no evidence that the mark at issue has become publici 
juris, and the fact that the applicant and the principal alleged prior 
user, have been for many years simultaneously using the same trade- 
mark without interfering with each other’s business is eloquent 
proof that the goods concerned are not the same or competing goods. 

The petition is denied and priority awarded the applicant.’ 


Disclaimer 


In a composite trade-mark for heaters, applicant had disclaimed 
several features previously registered by him, leaving only descrip- 
tive words, but later withdrew the disclaimer. As he is plainly en- 
titled to all of the features, except the descriptive words, the mark 
will be registered, provided the latter are removed from the draw- 
ing, as this is quite feasible without impairing the mark itself.* 


Registrability of Prints 


Cuay, A. C.: The phrase “Cook by Wire” is refused registra- 
tion as a print for electric ranges, for the reason that it does not 
show on its face what merchandise it advertises, as required by the 
copyright law.® 

Cray, A. C.: A label in the form of a trading stamp and con- 
taining nothing but the words, “L. Klein Merchandise, Like Money 
Trading Stamp” and the device of a money bag is unregistrable 
as a print, in that it does not describe, or even remotely indicate, the 
goods on which it is to be used. The word “merchandise,” appear- 
ing therein, is not a sufficient indication.‘ 


? Atlantic Drier & Varnish Co. v. W. W. Lawrence & Company, 121 Ms. 
Dec. —, Dec. 29, 1916. 

? Ex parte, Estate of P. D. Beckwith, Inc., 123 Ms. Dec. 136, June 6, 
1917. 

* Ex parte, Rathbone Sard Electric Company, Inc., 123 Ms. Dec. 151, 
June 13, 1917. 

* Ex parte, L. Klein, 123 Ms. Dec. 142, June 7, 1917. 
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